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108 (David Shall ant, Managi ng Attorney).
Before Quinn, Walters and Wendel, Admi nistrative Tradenmark
Judges.
Qpi ni on by Wendel, Adm nistrative Trademark Judge:
Specialty Tapes, Div. of RSW Inc. has filed an

application to register the mark WALLABY WALLET and desi gn,

as shown bel ow, for *“photograph albums.”III

! Serial No. 75/174,045, filed Sept enber 30, 1996, claimng first
use dates of July 25, 1996. A disclainer has been nmade of the
wor d WALLET.
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Regi stration has been finally refused under Section
2(d) on the ground of |ikelihood of confusion with the

regi stered marks shown bel ow

WALLABY for “books”;EI

WALLABI ES for “paper and cardboard goods,
nanel y, envel opes, cal endars,
writing pads, folders, greeting
cards, index cards, napkins,
post cards, posters, scrapbooks
and rel ated stationery; nounted
and unnount ed phot ographs; plastic
material s for packagi ng, nanely,
pl astic wap, plastic bubble
packs and plastic filmand bags
for wappi ng and packagi ng itens;
paper fl ags; decal comani as;
pl ayi ng cards; sacks and bags for
wr appi ng and packagi ng; stickers;
al mnacs, journals and magazi nes
pertaining to sport, sport
coachi ng manual s and sporting
event prograns; paper éoasters;
pens; trading cards.”

The refusal has been appeal ed and applicant and the
Exam ning Attorney have filed briefs. No oral hearing was

request ed.

2 Regi stration No. 1,151,686, issued April 21, 1981, Section 8 &
15 affidavits accepted and acknow edged, respectively.
3 Regi stration No. 2,181, 767, issued August 18, 1998.



Ser No. 75/174, 045

W nmeke our determ nation of |ikelihood of confusion
on the basis of those of the du Pontm'factors which are
rel evant in view of the evidence of record. Two key
considerations in any analysis are the simlarity or
dissimlarity of the respective marks and the simlarity or
dissimlarity of the goods or services with which the marks
are being used. See Federated Foods, Inc. v. Fort Howard
Paper Co., 544 F.2d 1098, 192 USPQ 24 (CCPA 1976); In re
Azt eca Restaurant Enterprises, Inc., 50 USPQ2d 1209 (TTAB
1999) .

Regi stration No. 1,151, 686

Looking first to the respective marks, we are gui ded
by the well established principle that although the marks
must be considered in their entireties, there is nothing
i mproper, under appropriate circunstances, in giving nore
or less weight to a particular portion of a mark. See In
re National Data Corp., 753 F.2d 1056, 224 USPQ 749 (Fed.
Cir. 1985). Moreover, although descriptive or disclained
matter cannot be ignored in conparing the nmarks, it is also
a fact that consuners are nore likely to rely on the non-
descriptive portion of a mark as an indication of source.

See Hilson Research Inc. v. Society for Hunman Resource

“Inre El. du Pont de Nemours & Co., 476 F.2d 1357, 177 USPQ
563 ( CCPA 1973).
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Managenent, 27 USPQRd 1423 (TTAB 1993). 1In addition, it is
the word portion of a mark, rather than the design
features, unless particularly distinctive, that is nore
likely to be renmenbered and relied upon by purchasers in
referring to the goods and thus it is the word portion that
w Il be accorded nore weight in determning the simlarity
of the involved marks. See Ceccato v. Manifattura Lane
Gaetano Marzotto & Figli S.p. A, 32 USPQ2d 1192 (TTAB
1994) .

Applying these principles, we are in agreenment with
the Exam ning Attorney that the dom nant portion of both
applicant’s mark, WALLABY WALLET and desi gn, and
regi strant’s mark, WALLABY and design, is the term WALLABY.
Applicant insists that its mark nust be viewed in its
entirety and full weight given to the fact that it consists
of two words rather than one. Applicant argues that the
term WALLET, even though disclained, is not descriptive,
but at nobst suggestive, of its product, and nust be
considered in determning the comercial inpression created
by its mark.

VWile a “wallet” may, by dictionary definition, be
designed for carrying noney, the termhas acquired a much
nore general connotation, nanely the basic shape for a

carrier for various itens. Applicant has acknow edged as
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much by its frequent reference to its product as a
“phot ograph wal l et.” (For exanple, see brief p. 8). Thus,
we are convinced that purchasers would | ook to the term
WALLABY, which is arbitrary in relation to these goods, as
the indication of source and would view WALLET sinply as
descriptive of the formof the photograph al bum Al though
appl i cant argues that purchasers woul d request a WALLABY
VWALLET and not a WALLABY, it does not follow as a
conclusion therefromthat these purchasers would viewthe
term WALLET as anything other than a descriptor of the
goods.EI
I nsofar as the respective “wal | aby” designs are
concerned, we concur with the Exam ning Attorney that these
two designs should not be accorded as nmuch wei ght as the
word portion of the marks, in that purchasers would use the
word portions to call for the goods. |In addition, as she
points out, the main function of the design portions, being
pi ctures of wallabies, is to reinforce the word portions
and the general comercial inpression created by the term

WALLABY. See Ceccato v. Manifatture Lane Gaetano Marzotto

°> Applicant’s reliance on Al pha Industries, Inc. v. Al pha Steel
Tube & Shapes, Inc., 616 F.2d 440, 205 USPQ 981 (9'" Cir 1980) is
m spl aced. There the additional words in the second nmark were
found to be “significant words, indicating a different origin,
not nerely descriptive words.” Furthernore, that was an

i nfringenent case, in which different factors are taken under
consi deration



Ser No. 75/174, 045

& Figli S.p.A, supra (coat of arns design reinforces
nmeani ng of word mark). Both designs, despite the specific
visual differences in the two “wall aby” designs, serve the
same pur pose.

Thus, we find the overall commercial inpressions
created by the respective marks to be highly simlar.

Turning to the goods involved, we note that as a
general principle, the issue of |ikelihood of confusion
nmust be determ ned on the basis of the goods as identified
in the application and in the cited registration(s).
Canadi an | nperi al Bank of Commerce v. Wl ls Fargo Bank, 811
F.2d 1490, 1 USPQ2d 1813 (Fed.Cir. 1987). It is not
necessary that the goods of the applicant and regi strant be
simlar or even conpetitive to support a hol di ng of
| i kel'i hood of confusion. It is sufficient if the
respective goods are related in sone nanner and/or that the
conditions surrounding their marketing are such that they
woul d be encountered by the sane persons under
ci rcunst ances that could, because of the simlarity of the
mar ks used thereon, give rise to the m staken belief that
they enmanate, or are associated with, the sanme source. See
In re Albert Trostel & Sons Co., 29 USPQ2d 1783 (TTAB 1993)
and the cases cited therein. |[If there are no restrictions

in the application or registration(s) as to channels of
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trade, the parties’ goods nust be assuned to travel in al
the normal channels of trade for goods of this nature. See
Kangol Ltd. v. KangaROOS U.S. A Inc., 974 F.2d 161, 23
UsP@d 1945 (Fed. Gir. 1992).

Applicant’s major contentions are that the goods of
applicant and registrant are not directly conpetitive; that
regi strant’ s books would be sold in book stores and
purchased after careful consideration; and that applicant’s
goods would travel in different channels of trade and be
purchased as | ow cost, inmpulse itens.

The Exam ning Attorney has made of record evidence
taken fromInternet web sites of both book store chains and
“onl i ne bookstores” denonstrating that book stores al so
of fer phot ograph al buns for purchase. Thus, in the absence
of any limtations in either applicant’s application or the
cited registration as to channels of trade, we find this
evi dence fully adequate to show that the goods of both
woul d travel in the sanme trade channels. Custoners
frequenting a book store would be likely to find photograph
al bums for sale as well. It goes without saying that books
are also sold in many retail outlets other than formal
bookstores, at |east sone of which woul d undoubtedly al so

of f er phot ograph al buns.
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The nore significant question is whether a sufficient
rel ati onship exists between these goods that custoners
woul d be likely to believe that applicant’s photograph
al bums and registrant’s books originate froma single
source, if simlar marks are used thereon. W find the
copies of nunerous third-party registrations made of record
by the Exam ning Attorney show ng registration of the sane
mark by a single entity for both books and phot ograph
al buns fully adequate to establish such a rel ationship.
Wil e these registrations are admttedly not evidence of
use of the marks in commerce, they are sufficient to
suggest that these goods are ones which may be produced by
a single entity and nmarketed under the sane mark. See In
re Albert Trostel & Sons Co., supra, In re Micky Duck
Mustard Co., 6 USPQ2d 1467 (TTAB 1988). Accordingly, if
simlar marks are used on both types of goods, it nmay
reasonably be presunmed that purchasers will n stakenly
believe that the goods emanate fromthe sane source.

Al t hough applicant has raised the argunent that nmany of the
books in these registrations are “specialty books,” rather
t han books in general, we would sinply point out that the
cited registration is unlimted as to the nature of the
books covered thereby and thus woul d enconpass al

vari eties of books.
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W give little weight to applicant’s attenpt to
di stingui sh between the nature of the purchases invol ved
here. W fail to see any sharp distinction between the
degree of care given to the purchase of many books and to
phot ograph al buns. Nor are we aware of any significant
differences in the costs thereof. Applicant has clearly
failed to present any evidence which m ght substantiate its
argunents with respect to this factor.

Regi stration No. 2,181, 767

Looki ng once again to the general principles set forth
above, we agree with the Exam ning Attorney that the
dom nant el enent of both applicant’s mark WALLABY WALLETS
and design and registrant’s mark WALLABIES is the term
WALLABY, although presented in the plural in registrant’s
mark. Here also the descriptive matter of applicant’s
mar k, the word WALLET, would not be likely to be viewed as
the indicator of source. Here also the design el enent of
applicant’s mark would serve primarily to reinforce the
literal portion of the mark. Furthernore, since
registrant’s mark is registered as a typed draw ng,
registrant is free to use its mark in any format, including
one incorporating a “wallaby” design very simlar to that
of applicant. The only arguable difference in the marks,

besi des the nerely descriptive term WALLET in applicant’s
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mark, is registrant’s use of the plural form which we find
insignificant in terns of the overall commercial inpression
created by the two marks. Both are predom nated by the
reference to the kangaroo known as the “wall aby”, an
arbitrary termwhen used with the goods invol ved here.

Appl i cant argues that consuners woul d associate the
mar k WALLABIES with the Australian professional rugby team
and this association would accordingly have an effect on
the comercial inpression created by the mark. There is no
basis for such a conclusion, however, in the registration
before us. There is no reference to any teamin the nmark
nor is there any design elenent in this registration which
m ght bring the sport of rugby to mnd. W nust make our
conparison solely on the basis of the mark as registered, a
typed drawing for the word WALLABIES. As such, we find the
overall commercial inpression highly simlar to applicant’s
VALLABY WALLET mark. &

Turning to the respective goods, applicant again
raises its argunent of different channels of trade. The

Exam ning Attorney has countered this argunent, however,

® Applicant’s reference to various ANGEL marks and the
acconpanyi ng exhibits attached to its brief have been given no
consideration. As pointed out by the Exam ni ng Attorney,

evi dence of this nature nust be nmade of record prior to the
filing of an appeal. See Trademark Rule 2.142(d). Applicant’s
exhibits are untinely.

10
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with copies of newspaper advertisenents show ng the
offering for sale of photograph al buns and nany of the
stationery itens listed in the registration in the sane
retail outlets. 1In addition, she has nmade of record third-
party registrations showing the registration of a single
mar k for both photograph al buns and various itens anong
regi strant’s goods. Here again the evidence is nore than
adequate to establish that the goods are sufficiently
related that the sane custoners woul d encounter the goods
of both and that these sane customers would be likely to
believe that all originate froma single source, if simlar
mar ks are used thereon.

The remaining factors that applicant has raised are
equal ly applicable to both cited registrations. Thus,
whi | e applicant argues that there has been no known
i nstances of actual confusion, we would sinply note that
little weight can be given to this factor in an ex parte
proceedi ng. There has been no opportunity for either
registrant to be heard fromon this point. See In re
Nat i onal Novi ce Hockey League, Inc., 222 USPQ 638 (TTAB
1984).

Applicant also points to the fact that the two cited
regi strations have been allowed to coexist on the Register.

The matter before us, however, is the |ikelihood of

11
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confusion of applicant’s mark with each of the two marks
and not between the two marks. The prior decision of an
Exam ning Attorney on the registrability of the cited marks
over one another is in no way controlling on our present
decision. See In re Nationw de Industries, Inc., 6 USPQd
1882 (TTAB 1988).

Accordi ngly, upon weighing all of the relevant du Pont
factors, we find the |ikelihood of confusion with respect
to each of the cited registrations. To the extent that
there may be any renuai ning doubt, we follow the well -
established principle that any doubt regarding |ikelihood
of confusion nust be resolved in favor of the registrant.
See In re Hyper Shoppes (Chio) Inc., 837 F.2d 463, 6 USPQRd
1025 (Fed. Cir. 1988).

Decision: The refusal to register under Section 2(d)

is affirned.
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